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Enforcing protection

Trademark owners have options, including full criminal action

n our last article, we discussed some
of the issues related to registration’

of ttademarks in Thailand. This article .

will discuss enforcemnent issues regarding
trademarks. ,
To enforce one's rights in Thalland,
there are essentially two alternatives to-
take legal action against an infringer —
a criminal action and/or a civil action.
The most cost-effective remedy avail-
able to the owner of a trademark that is
registered in 'Thailand is Section 44 of
the Trademark Act, which provides that

when atrademark is. registered, thepers.

)
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rademark shall have.the-€xtiugive rlght,

o its use-for thegoads-in: respect of
which registration has been granted. .-
*" Penalties. for! forgery of a registered
trademark in Thailand can include fines
of up to'400,000 baht aud prison sen-.

tences Qf,iupz;to:jt:qur.years' (usually re- .

duced or - suspended ‘for first-time
ollehders). A trademark owner may bring

criminal charges against an infringer by
either submitting a complaint directly--
(o the court or, more commonly, lodging

a complaint with police authorities. Pen-
alties for imitation of a mark registered
in Thailand are similar but less severe.
The kéy point to remember is that the
mark must be registered in Thailand in

order o have the full range of protection .

provided in the Trademark Act.
Significantly, unlike the Copyright Act
which (for the time being) provides for
allocation of fines Imposed against copy-
right infringers, all fines imposed under
a crimninal trademark:action revert (o
the goveriument, A crime involying trade-

‘mark infringement is considered 4 crime
against the state by the Thai government,

while copyright infringement is con-'
sidered to be a crime of a more personal
nature against an “aggrieved party”.

‘Moreover, a trademark owner may"

not “settle’’. with the offender after a
complaint i$ filed and a raid undertaken,
The, actionmust be pursued by the
responsible Public Prosecutor to judg-
ment. Accordingly, in a clear-cut cuse
ofinfringement involving an established
Thai business with assets and responsible
managing directors (as opposed to a
blatant counterfeiting operation), one
might consider first reaching out to the
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infringer with a “cease and desist” or

* “request for co-operation” letter in order

to achieve any objective short of full
criminal prosecution. :
Inaddition to Section 44 of the Trade-
mark Act, civil action for “pagsing off”
may bie'taken pursuant tgaSgction+420
of the CCC which:stateghik & person
who, willfully or negligently, unlawfully
injures the life, body, health, liberty,
property or any right of another person,

'is said to commit a wrongful act and is
- bound to make compensation therefor”,

Therefore, under Thai commercial
law, a trademark owner is entitled to
take civil action against an infringer for
use of its mark without authotisation.

- 1n a civil suit, an owner could request a .

‘perinanent  injunction. against the
' offender and/or recover any actual pro-
“ven damages. However, in practice, most
- trademark owners prefer to pruceed

under criminal law because of the unger-
tainty of outcome, costs, delays and

difficulty in collection of judgiuent assets

associated with civil liigation agaiust

“infringers in Thailand.

In most of the criminal cases filed
with the International Property and Inter-
national Trade (IP&IT) Court, accused
offenders plead guilty in the hope of
avoiding prison sentences and securing
lower fines. Recidivisin is punished more
harshly and second- or third-time
offenders may actually spend a sub-
stantial amount of time in jail.

Worth noting is that there is no dedi-

_cated statute specifically promulgating
. unfair competition laws other than gen-
eral proscriptions in the Thai Penal Code

“Offences Relating to Trade”. As a general
matler, (rade dress protection doctrines
are also not recognised under Thai law.

IP infringement suppression efforts.
Traditionally, trademark owners have
directed their efforts 1o investigations
to identify manufacturers or exporters/
importers of counterfeit products or coni-

ponents, as well as street hawkers and
retail sale operators and their suppliers.
Police raids were arranged, with the

- olfending goods being seized for later

disposal. '

These efforts by many IP owners over
the last decade have had some measur-
able impact on the production, trade
and export of a wide variety of pirate
and counterfeit products. Hlowever, there
is a greal deal of room for improvement.

Given the perceived dissatisfaction
with the results obtained via traditional
enforcement mechanisims based strictly
on 1P law, new strategies based un exist-
Ing Thal tax and conunercial laws should
alsu be considered when formulating a
game plan to target infringers. To
accomplish measurable results, trade-
mark owners, their licensees, agents,
distributors, dealers, lawyers and inves-
tigators should operate in close and
long-term co-ordination with vne an-
other to protect the rights and value
conferred by trademark protection.

If an IP owner becomes aware of a
shipment of phiony goods, he/she should
inform the Custoins Departiment to seize
the counterfeit products. Customs olfic-
ials have the authority to board vessels,
open containers and seize offending
goods. The trademark owner or repre-
sentative must be present and s‘]lould
be prepared to be responsible for all
expenses incurred should the, goods
found actually turn out as genuine. Cus-

. toms officials will on request dispose of

or destroy the seized goods,
‘Thelegitimate concerns ol 1PR holders
are well known to the Thai government.,
Accordingly, there have been clear ad-
vances in Thailand toward compliance
with TRIPs. However, much work; re-
mains to ensure adequate and reliable’
protection for the valuable IPR of com-
panies with business objectives in 'Thai-
land. Moreover, in order tu maintain
the momentum, there must be appro-
priate respect for Thai cultural values
and seunsibilities as calls for progress
and reform are brought to the Thai
government for consideration,
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