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TAKING ON THE COPYRIGHT
PIRATES IN THAILAND

by Edward J. Kelly and Hassana Chira-aphakul

Despite one of the most aggressive
legislative schemes for the protection of
intellectual property rights in any developing
nation, Thailand has remained on the United
States’ Special 301 Watch List since 1994,
primarily because of dissatisfaction with
Thailand’s political will in respect to strict
and meaningful enforcement of its IP laws.
This paper will outline the present challenges
faced by owners of copyrighted works and the
legislative framework available for addressing
widespread infringement of such works in
Thailand.

Introduction to Thailand:
Challenges to Enforcing Copyright

The Kingdom of Thailand is a nation of
approximately 62 million people.  The
government is a constitutional monarchy with
76 administrative divisions.  His Majesty
King Bhumibol Adulyadej is the Chief of
State, while Prime Minister Thaksin
Shinawatra is the head of the government.
The Thai legal system is based on a civil law
system with some common law influences.
The Central Intellectual Property &
International Trade Court (IP&IT Court),
introduced in 1997, has exclusive jurisdiction
over disputes involving intellectual property.
Thailand is a signatory to the Berne
Convention and is a member of WIPO and
WTO but is not a member of the Patent
Cooperation Treaty, Paris Convention, nor
the Madrid Protocol.  The literacy rate in
Thailand is over 93%, and there are
approximately 24.7 personal computers per
1000 people in the country.

Primarily because of the pressure on
Thailand’s export-oriented economy due to
its inclusion on the Special 301 Watch List,
there is presently no IP-related issue that
receives more media or government attention
in Thailand than the issue of piracy of copy-
righted works.  Primary attention is devoted
to the illegal reproduction and distribution of
software, film and music content.  Literally
every week, there is a press release or media

report about actions taken by local and inter-
national industry groups to combat the piracy
epidemic in Thailand.  Among the most
active groups engaged in the anti-piracy
campaigns are the Business Software Alli-
ance (BSA), International Federation of the
Phonographic Industry (IFPI), and Motion
Picture Association of America (MPA).
Domestic industry groups active in the
enforcement of copyright include the
Association of Thai Software Industry
(ATSI), Grammy Entertainment, and the Thai
Recording Industry Association (TRIA).

A. Retail Problem
Even a casual observer surveying the

Thai market can easily find areas flooded
with large amounts of pirated DVDs, CDs,
and VCDs sold for between 100-200 Baht in
Bangkok, including Sukhumvit, Silom,
Pratunam, Ramkhamhaeng, Banglumpoo,
and Patpong (all tourist areas).  Of course,
there are notorious Bangkok shopping
centers with shops openly and brazenly
selling all manner of pirated goods, such as
Pantip Plaza, Future Park Rangsit
Department Store, Seri Center Department 
Store, and Seacon Square Department Store.
Finally, one has to look as well at the yards
of freight forwarders, consolidators, and
carriers for those pirated products exported
by land, sea, and air.

B. Scope of the Manufacturing/ Supply
Problem
Thailand is home to at least 100 known

plants for optical media production (and
many more underground facilities) with
over 200 known manufacturing lines and
mastering machines.  With this capacity,
Thailand can generate over 1 billion discs
every year.  Clearly, because the Thai
domestic market has a legitimate need for
only 15-20 million genuine copies in VCD,
DVD, and CD-ROM format, the Thai
domestic market is flooded with cheap
pirated discs.  Thailand also rivals China,
Taiwan, and Hong Kong as a leading export
source of pirated content.

According to the most reliable
statistics available, the piracy rate for
entertainment software in Thailand
stood at 98% at the end of 2001, while
business software applications regis-
tered a 76% rate, motion pictures 60%,
and music 45%.  The total U.S. market
loss attributed to copyright piracy in
2001 has been estimated at more than
US$136 million.

Legislative Framework for
Addressing Copyright Piracy

Notably, at the time of this writing,
there is as yet no legislation in Thailand
designed to control the production of
optical media products.  The Thai
legislature has drafted a Bill for the
Control of CD/Optical Disc Produc-
tion, but to date the Bill has not yet
been passed. 

The Thai Copyright Act provides
criminal penalties, including fines and
imprisonment, for infringement of copy-
righted works.  The Department of
Intellectual Property (DIP), under the
leadership of Director-General Yanyong
Puangrach, is the government agency
(operating under the Ministry of 
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Commerce) charged with developing policy
and enforcement efforts directed toward the
piracy problem.  As outlined more fully
below, the Copyright Act provides for
confiscation of infringing goods and permits
the copyright owner to seek to permanently
enjoin an offender from repeating the
offense.

Notably, the Copyright Act also
provides that 50% of the fines levied by the
Court against the offender in criminal cases
at time of judgment will be payable to the
copyright owner1.  In addition, at the time of
this writing, the Copyright Act provides that
the copyright owner may withdraw the
complaint filed against an infringer and
settle the case privately.  The settlement in
this regard may take place at any time
during the criminal proceedings but before
judgment is rendered.

Criminal action against infringers of
copyrighted works that are protected in
Thailand2 may be taken under the penalty
provisions of the Copyright Act (Sections
69-77).  The four most important enforce-
ment/penalty provisions for copyright
owners are Sections 69, 70, 75, and 76.

Section 69 states, “Any person
infringing the copyright or the performer’s
rights under Section 27, Section 28, Section
29, Section 30, or Section 52 shall be liable
to a fine of 20,000 Baht to 200,000 Baht.”

Section 70 states, “Any person
infringing a copyright under Section 31
shall be liable to a fine of 10,000 Baht to
100,000 Baht.

If the violation under paragraph one is
committed for commercial purposes, the
offender shall be liable to imprisonment of
three months to two years or a fine of
50,000 Baht to 400,000 Baht, or both.”

Section 75 states, “All articles made
in or imported into Thailand which con-
stitute an infringement of copyright or
performers’ rights pursuant to this Act, and
are owned by the offender under Section
69 or Section 70, shall become the prop-
erty of the owner of the copyright or 

performer’s rights, whereas all articles
used for committing a violation shall be
forfeited.”

Section 76 states, “One-half of the
fine paid pursuant to a judgment of a court
shall be payable to the owner of the copy-
right or the owner of performer’s rights,
but the payment shall not be prejudicial to
the right of the owner of the copyright or
the owner of performer’s rights to sue for
damages which are in excess of the
amount of fine received by the owner of
the copyright or the owner of performer’s
rights.

Enforcement of Copyright: 
Police Raids

Enforcement procedures are quite
similar for actions taken under the
Trademark Act, the Copyright Act, or the
Penal Code.  Steps include preliminary
investigations to gather evidence regarding
the infringement activity, presentation of the
evidence to the police, raiding of the
infringer's premises to arrest the infringer
and seize infringing goods as evidence, and
then either prosecution of the infringer
and/or a private settlement negotiated
between the infringer and the copyright
owner in the case of copyright infringement.   

A. Preliminary Investigations
Investigations would include both field

investigations and investigations of public
documents.  The exact nature of the
investigation would depend on the initial
information known and the type of target.

Field investigations may include in-
depth investigations into the activities of
individual targets (where the target is a
volume dealer of optical media, such as a
manufacturer or distributor) or market
surveys (in a campaign targeting numerous
retail vendors of discs). 

Investigations against particular
individual targets may require pretend visits
to the physical premises to observe the
operation, verify the presence and quantity
of infringing products, obtain samples, or to
learn more about the distribution network
for the infringing products.  In some cases, 

undercover operatives may be placed inside
a suspected infringer's business.

If the individual infringer targeted is a
juristic person or limited partnership, a
search is recommended at the Registry of
Companies and Limited Partnerships,
Ministry of Commerce, to obtain the
company registration certificate, list of
business objectives, and list of shareholders,
all of which are publicly available.  The
registration certificate includes the name of
the company, date of incorporation, regis-
tered address of the company, names of
the Director(s), and names of persons
authorized to bind the company.  The list
of shareholders gives the shareholders'
names and addresses and shows their rela-
tive stakes in the company. 

In a typical anti-piracy campaign under
the Copyright Act against retail vendors of
pirated optical media products, usually
several adjacent targets would be raided
simultaneously in a single retail center, with
retail centers dispersed throughout Bangkok
raided sequentially.  To identify likely raid
targets, it is generally necessary to rely on
an investigator to survey the market, locate
infringers, and obtain samples.  The investi-
gator's operatives routinely visit popular
retail centers on behalf of several clients at
the same time, and therefore can do this
efficiently and effectively.  In actions
against multiple small retailers, such as
street vendors, there is little point in trying
to identify the principals of the business in
advance.  

B. Enlisting the Help of the Police
After the investigation has located

infringers and yielded credible evidence of
infringement, the police will be approached
to enlist their help.  In this context, it is use-
ful to have a retired high-ranking member of
the Bangkok Metropolitan Police Depart-
ment on staff to act as a liaison/advisor to
assist in securing cooperation from the
police.

Before the police will conduct a raid on
the premises of the infringing party, they
must be convinced of the propriety of the
proposed action in light of all the available
information.    If convinced, the police will
proceed to obtain a search warrant from the
IP&IT Court.  The police are cautious in
conducting raids because they could be held
liable by the target for an illegal search and
seizure.  If the police feel there are, or might
be, grounds for the target to contest the
propriety of the police search, they will be
reluctant to cooperate.

The police (and IP&IT Court, which
will issue the search warrant) will usually
require information concerning the location 
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1One issue raised by this provision of the Copyright Law is that the IP&IT Court at this
e requires that checks be made payable to the named copyright owner, and there is as yet
rule or law that would allow payment of the check directly to the copyright owner’s legal
resentative or industry representative.  For example, if an Autodesk software title was
nd to have been illegally reproduced in violation of the Copyright Act during a raid
ducted at the behest of the industry representative group, Business Software Alliance, at
sent, any half-fine would be paid to Autodesk directly, and not to its attorney and not to
.  This creates a practical problem in that Autodesk would have to have a bank account set

in Thailand for purposes of receipt of  deposits.
2There is no requirement that a copyrighted work be recorded or registered in Thailand

e protected, but there is a mechanism under Thai law for recordation to occur.
ordation would prove helpful in any litigation as evidence of ownership of the copyright.
Continued on p. 6 
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ENEMY AT THE GATES:  THAI
ANTI-COUNTERFEITING BORDER

CONTROL MEASURES

by Edward J. Kelly and Dana Christine Bergling

Article 51 of TRIPS
required all member countries,
including Thailand, to adopt
measures allowing owners of
Intellectual Property Rights
(“IP Owners”) to obtain sus-
pension of release of imported
counterfeit trademark or
pirated copyrighted goods by
the Customs authorities.  In
Thailand, this requirement is
satisfied in theory by (a) the
adoption of rules and regula-
tions of the Customs Depart-
ment, and (b) the Rules for
Intellectual Property and
International Trade (“IP&IT
Rules”) Cases B.E. 2540
(1997).

Organized under the
Ministry of Finance, the Thai
Customs Department is
responsible for border
enforcement of IP rights.  On
the other hand, the IP&IT
Rules are applicable to Thai-
land’s specialized Intellectual
Property and International
Trade Court (“IP&IT Court”).
Despite these complementary
sets of rules and regulations
designed to aggressively wage
an anti-counterfeiting battle at
Thailand’s borders, there are
calls for adopting a more com-
prehensive regulatory regime
governing both the importation
of the equipment and raw
materials needed to make
pirated products (such as opti-
cal media products) as well as
the equipment necessary for
operation of counterfeit goods
production facilities.

Reportedly, Thai officials
from a number of agencies
have been working with pri-
vate sector advisors to draft
comprehensive legislation.
The draft, yet to be formally
approved by the Minister of
Commerce, full Cabinet or 

Parliament, is said to build on
recently enacted legislation in
Hong Kong and Malaysia, and
would apparently cover both
equipment and raw materials
used in the counterfeit goods
trade.

Clearly, Thailand is con-
sidering how it can more fully
integrate customs, foreign
trade, domestic trade, revenue
and consumer protection agen-
cies into the comprehensive
enforcement of IP rights.
Improved border controls
(along with more effective use
of tax, fraud, and other laws
targeting organized criminal
activity) was an action item
clearly highlighted in the joint
Thai-US Action Plan of 1998.

This article will outline
the tools Thailand presently
utilizes in its arsenal to control
its borders in connection with
the overall anti-piracy effort. 

Jurisdiction of the
Customs Department

According to Customs Act
(No. 12) B.E. 2497, Customs
officers have the power to
search without a warrant
within the Customs Control
Zone.  The exercise of this
authority must be based on
reasonable cause, and not only
property/goods may be
searched but persons as well.
Customs Laws B.E. 2496
grants Customs officials the
power to open and examine
packages while the packages
are passing through Customs.
The same law allows officials
to board and search vessels
within the Kingdom’s bounda-
ries.  Customs officials also
have the authority to arrest
persons on reasonable suspi-
cion of an offense against the
Customs Laws.

It is important to note that
Customs officials will generally
not, as a practical matter, take
the initiative to inspect goods
believed to be counterfeit
through the import and export
process.  The IP owner gener-
ally must be the impetus for the
investigation of any shipment
that is believed to contain the
infringing goods.  Accordingly,
Customs officials generally do
not examine incoming or out-
going goods unless they receive
a complaint from the IP owner.

Customs Department
Rules and Regulations

The importation and
exportation of pirated products
alleged to infringe on trade-
marks and copyrights comes
within the ambit of Customs
regulations issued pursuant to
Section 5 of the Export and
Import Act 1979.  These regu-
lations permit an IP owner to
lodge a petition with the Cus-
toms authorities to prevent the
release of the suspect goods
from the Customs officials’
control.  Suspected copyright
and trademark infringement
claims are handled with slightly
different methodologies.  

Copyright Infringe-
ment:  Pirate Goods

If a copyright owner has
cause to suspect that the goods
are reproductions or modifica-
tions of a copyrighted work
(i.e., a “pirated work”), the
owner may pursue remedial
action in a variety of ways. The
web of regulations that apply
include:

1. Notification of the Min-
istry of Commerce Governing
the Exportation and Importa-
tion of Goods (No. 94) 1993
(“Notification No. 94”).

2. Notification of the Min-
istry of Commerce Governing
the Exportation and Importa-
tion of Goods (No. 95) 1993
(“Notification No. 95”).

3. Notification of the
Customs Department providing
the procedural guidelines for
goods infringing copyrights
owned by others (No. 28) B.E.
2536 (1993)  (“Notification
No. 28/2536”).

Customs officials have the
authority to seize pirated goods
under Notification No. 94.
Notification No. 95 authorizes
officials to halt shipment of
products believed to be
reproduced or adapted from the
copyrighted work of another
person.  A copyright owner or
licensee may make petition
pursuant to Notification No. 95
to the Customs Department for
inspection of the products
before they are released to the
importer, but there must first
exist reasonable cause to
believe that the works were
reproduced or adapted from a
copyrighted or licensed work.

In addition to the Customs
regulations, an IP owner also
has the option of filing an
application in the IP&IT Court
for an order of injunction
preventing the importation or
exportation of goods, provided
of course that the IP owner has
met the heavy burden of proof
on the infringement claim.

Continued on p. 4
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Trademark Infringement:
False Designation of
Origin of Counterfeit
Goods

For cases of suspected
trademark infringement, Cus-
toms enforcement procedures
are governed by the Notification
of the Ministry of Commerce
Governing the Exportation and
Importation of Goods 1987
(“Notification”).  Under the
Notification, the authorities are
authorized to prevent the
importation and exportation of
products with forged or
confusingly similar trademarks
either registered in Thailand or
overseas.

The Notification provided
for certain regulations and pro-
nouncements outlawing the
importation or exportation of
goods bearing a false designa-
tion of origin, including:

1. Regulations of the
Ministry of Commerce Gov-
erning the Exportation and
Importation of Goods with a
Fake or an Imitation of the
Trademark of Another Person
(1987).

2. Notification of the
Customs Department governing
the examination of goods if
there is reason to suspect that
such goods bear counterfeit or
imitated trademarks (No. 6) B.E.
2531 (1988).

3. Article 20 of the Code
of Customs Practices and
Regulations B.E. 2530 (1987).

4. Notice of the Trade-
mark Registrar regarding Con-
ditions, Bases and Procedures
for Production of Evidence in
Applying for Trademark Pro-
tection.

In order to proceed under
this Notification, a Trademark
owner has to first file with the
Trademark Registrar, then,
when the pirated products are
seized, a petition must be filed
with the Customs Department
seeking examination of the
suspect goods. 

Procedural Considera-
tions for Matters within
Customs Jurisdiction

IP owners seeking border
control measures are generally
required to file an application 

and present adequate evidence
to satisfy the Customs authori-
ties that there is sufficient
evidence (i.e., a prima facie
case) supporting a claim of IP
infringement.

In matters involving sus-
pected infringement of copy-
righted works, upon reasonable
cause, the IP owner or the
licensee may petition a Customs
official for “suspension of the
goods” before they are released
to the importer or exporter. This
has the practical effect of a
“stop shipment order.”

Typically, an IP owner
would file a set of documents to
support the petition:

♦ Power of Attorney, if
necessary (must be consular-
ized/certified by a Thai Embassy
or Consulate);

♦ Samples of the genuine
copyrighted works;

♦ Proof of copyright
ownership (generally in the form
of an affidavit with attached
registration/recordation
documents);

♦ Copy of household
registration certificate and a
copy of identification card;

♦ Certificate of Com-
pany/Partnership Registration.

It is highly recommended
that any works with interna-
tional copyright protection
under the Berne Convention
should be accompanied by a
copy of the applicable law of
the country with a certified Thai
translation.

Notification No. 28/2536
regulates the border control
process.  If the Customs officer
determines it is appropriate to
detain the goods, the Customs
Department shall inform the
applicant and the importer
without delay.  The IP owner-
applicant must appear within 24
hours after filing the application
with the Customs Department to
examine the suspect goods.

One of two consequences
results from this process: 

1. If the IP owner or
licensee establishes to Customs’
satisfaction that the imported
goods actually infringe the
genuine copyrighted or licensed
works, a complaint is filed with
the police, and investigation and
prosecution, if justified, will
follow.  The IP owner must then
immediately notify Customs of
the filing of the police com-
plaint--time is of the essence--
because the IP owner risks that
 

Customs officials, with no
knowledge of police involve-
ment, might release the goods
into the hands of the importer or
exporter. 

2. If the seized goods are
undisputed infringing works, the
Customs officials themselves
may report the case to the police
for further investigation and
prosecution.  

If, on the other hand, the
copyright owner cannot persuade
Customs authorities that the
detained goods infringe the
genuine copyrighted works, or if
the importer/exporter defends the
allegation, the copyright owner
can still make out a complaint
with the police to direct the Cus-
toms officials to seize the alleged
infringing works.

Procedure for handling
trademark cases (counterfeits or
knockoffs) at Customs is some-
what different from the pro-
cedures outlined above in
copyright cases.  Why are the
rules different?  Perhaps the
answer is that a trademark owner
generally first files for protection
of the trademark with the
Department of Intellectual
Property (“DIP”).  The DIP,
unlike the Customs Department,
falls under the control of the
Ministry of Commerce.  The TM
owner’s petition is filed with the
Trademark Division, DIP, to alert
the Trademark Registrar of the
trademark owner's demand to
preclude the importation/expor-
tation of the alleged counterfeits/
knockoffs.  The TM owner
typically must support the
application with appropriate
documentary evidence,
depending upon whether the
trademark is validly registered in
Thailand: 

♦ A certified copy of the
Trademark Registration Cer-
tificate or a certified copy of the
Trademark Registration Official
Record.  If the trademark is
registered outside of Thailand,
the original trademark registra-
tion certificate with a certified
translation is needed, along with
a statement of class, restrictions,
filing and expiration date(s).

♦ An original Power of
Attorney authorizing a person to
act on behalf of the trademark
owner (if owner is not domiciled
in Thailand, and if executed
outside of Thailand, this must be
consularized).

♦ If the TM owner is a
juristic person, an original,
current (less than six months
old) copy of the juristic person
certificate (if from outside of
Thailand, this must be consu-
larized).

♦ Letter of indemnity from
the trademark owner assuming
responsibility for any damages
that may arise due to the appli-
cation for protection.

♦ Example of genuine
trademark used with the trade-
mark owner’s products for
purposes of comparison.

If a non-domiciliary of
Thailand owns the mark and
seeks protection, he/she must
have an office in Thailand to
provide a local contact for the
Registrar.

Following submission of
the documentary proof of own-
ership to the Registrar, the
request and all supporting
documents will finally be pro-
vided to the Customs Depart-
ment for its records and follow-
up. 

If a TM owner has probable
cause to believe that there is a
particular shipment of pirated
goods in transit, the petition to
the Customs officials should
include specific and detailed
disclosure regarding the ship-
ment, i.e. registry of the vessel
with the pirated goods, date/time
of the vessel’s arrival in
Thailand, and the name of the
importer and location of its
warehouse, if any.  The TM
owner risks liability for
indemnity for possible damages
if the petition turns out to have
been filed in bad faith or with
gross negligence.

If, after some preliminary
investigation into the merits of
the petition, the Customs official
believes the application has
merit, then an inspection or
examination of the suspect
counterfeit goods will be
ordered in the presence of the
TM owner.

 If there is some question as
to whether the goods are actually
counterfeits or knockoffs, the
Customs official will forward
the matter to the Trademark
Registrar for a decision along
with the documentary and
physical evidence in the case.
The seized products are held by
Customs until the Trademark 

Continued on p. 8  
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DRAFT GEOGRAPHICAL INDICATION
ACT:  A SUMMARY

by Vipa Chuenjaipanich

Rationale
Thailand has been preparing its own

policy for the protection of geographical
indications to prevent general public con-
fusion or deception as to the geographic
source of goods.  The said policy is in
compliance with Thailand’s commitment
under Articles 22-24 of the Agreement on
Trade-Related Aspects of Intellectual
Property Rights in the Annex of the Mara-
grace Agreement on the Establishment of
the World Trade Organization.  As exist-
ing Thai legislation is not adequate to
support such policy of protection and
commitment, Thailand is in the process of
enacting a new law that specially provides
protection for geographical indications to
ensure such protection and to comply with
the TRIPs Agreement.  The Department of
Intellectual Property (DIP) has completed
the draft Geographical Indication Act,
which is now under the consideration of
Parliament.

Definition
“Geographical indication” means a

name, symbol, or any other thing used to
call or represent a geographic source, that
identifies goods as originating from a
geographic source where a quality, reputa-
tion, or specific characteristic of the goods
is attributable to that geographic source.

Registrable Geographical
Indications

To receive protection under the Act, a
geographical indication must be registered
with the DIP.  A geographical indication
must not be:

♦ a generic name for goods used
with such geographical indication; or

♦ contrary to peace and order, good
public morality, or national policy.

A geographical indication from an-
other country, which is not protected under
the law of that country or is no longer used
in that country, is unregistrable under this
Act.

Who Can Apply for
Registration?

The following persons are entitled to
apply for registration of a geographical
indication.

♦ An ordinary person or juristic per-
son whose business is in goods used with
the geographical indication in the geo-
graphic source of such goods.

♦ A consumer group or consumer
organization for goods used with the geo-
graphical indication.

♦ A government agency, state work
unit, government enterprise, local govern-
ment, or other state organization with
juristic status in the geographic source of
goods used with the geographical indica-
tion.  

Any person who is not a Thai national
wishing to apply for registration of a for-
eign geographical indication in Thailand
must possess one of the following qualifi-
cations:

♦ He must be a national of a country
which is a party to an international
convention or treaty for the protection of
geographical indications to which
Thailand is also a party.

♦ He must be domiciled or have an
actual operating business enterprise in
Thailand or a country which is a party to
an international convention or treaty for
the protection of geographical indications
to which Thailand is also a party.  

Procedures
An application must at least contain

details relating to the goods used with the
geographical indication, the geographic
source of such goods, as well as the qual-
ity, reputation, or any characteristic of the
said goods.

If an application for registration is not
in accordance with the rules prescribed
under the Act, the Director-General of the
DIP will order dismissal of the application.
The applicant is entitled to appeal to the
Board of Geographical Indications within
90 days from receipt of the order.  When
the Board has ruled and the applicant is
not satisfied with the decision, he is
entitled to appeal to the court within 90
days from receipt of such decision.  If
legal proceedings are not instituted within
the said period, the decision of the Board
is final.

If the application is in accordance
with the rules prescribed under the Act and
the Director-General is of the opinion that 

the geographical indication is registrable,
either with or without conditions, he will
order the publication of acceptance for
registration for opposition purposes.
During consideration of the application, if
necessary, the Director-General may seek
expert opinion.  Within 90 days after the
publication date, any interested person
may lodge an objection against the regis-
tration of the geographical indication.  The
applicant shall file a counterstatement
within 90 days from the date of receipt of
the objection, failing which the application
shall be deemed abandoned.  After the
Director-General has issued a ruling, a
notice of the order will be sent to both the
applicant and the objector.  Both parties
are entitled to appeal to the Board against
the Director-General's order within 90
days from the date of receipt of the order.
When the Board has made a decision and
either party is dissatisfied with the deci-
sion, they are entitled to appeal to the
court within 90 days from receipt of the
decision.  If legal proceedings are not
instituted within the said period, the
Board's decision is final.  

Term of Protection
Protection of a geographical indica-

tion becomes effective from the filing date
of the application for registration and
remains valid unless it is canceled.

Change or Cancellation of
Registration 

Any interested person or the compe-
tent official may request the Director-
General to seek an order from the Board to
change or cancel the registration of a geo-
graphical indication under the following
circumstances:

♦ when after registration, there
emerges reliable evidence showing that the
application for registration or the registra-
tion had been wrongfully or covertly done
or contained false information;

Continued on p. 6 
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GEOGRAPHICAL INDICATION ACT 
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♦ when after registration, a change in
circumstances takes place resulting in the
geographical indication becoming a generic
name or contrary to peace and order, good
public morality or national policy, or the
particulars related to the geographic source
or other particulars changing from what had
been registered earlier.

After the Board has made a decision to
cancel or change the registration, any
interested person dissatisfied with the
Board’s decision is entitled to appeal to the
court within 90 days from receipt of the
decision (this does not apply in the case of a
registration being cancelled on the grounds
that the geographical indication was contrary
to peace and order, good public morality, or
national policy).  Legal proceedings must be
instituted within the said period, otherwise
the decision of the Board is final.

Use and Cancellation of Use of
a Geographical Indication

Persons entitled to use a registered
geographical indication shall be the manu-
facturers of the registered goods who remain
in the geographic source of the said goods,
or entrepreneurs who engage in the trade of
such goods.

Use of a registered geographical indi-
cation may be canceled in the following
cases:

♦ Where use is not in accordance with
prescribed conditions and the Director-
General has given notification but the person
failed to comply within the prescribed period
for no valid reason.  The cancellation period
will not exceed two years counting from the
date of receipt of the notice.

♦ Use of the registered geographical
indication to mislead others into believing
that goods not originating from the geo-
graphic source indicated in the application
for registration, originate from the said
geographic source;

♦ Use of the registered geographical
indication to confuse or deceive others as to
the geographic source of goods and their
quality, reputation, or other characteristic in
order to cause damage to another
entrepreneur.

Protection of a Geographical
Indication for Special Goods

Use of a geographical indication with
goods whose geographic source is not the
one indicated in the application for regis-
tration is a wrongful act, even though the
true geographic source of such goods has
also been indicated, or any wording has been
used or any act performed to express
awareness of the true geographic source of
such goods.  Such expression of awareness
of the true geographic source includes the
use of the words "type", "category", "style",
or similar words or items supporting the
geographical indication used with such

goods.  However, any person is entitled to
use a geographical indication with special
goods if he has been using it for a period of
ten consecutive years before April 15, 1994,
or has been using it in good faith before such
date.  In cases where special goods have
identical or the same geographical
indications but different geographic sources,
use of the geographical indications shall be
in accordance with the rules and procedures
prescribed by the Ministerial Regulations.

Penalties
♦ Any person who has committed an

act of using a geographical indication to
mislead others into believing that goods not
originating from the geographic source
indicated in the application for registration
originate from the said geographic source, or
to confuse or deceive others as to the
geographic source of the goods and their
quality, reputation, or other characteristic in
order to cause damage to another
entrepreneur, shall be liable to a fine not
exceeding 200,000 Baht (about US$4,878).

♦ Any person who has committed an
act of using a geographical indication with
goods listed as special goods in the Min-
isterial Regulations, whose geographic
source is not the one indicated in the
application for registration, shall be liable to
a fine not exceeding 200,000 Baht (about
US$4,878).

TAKING ON COPYRIGHT PIRATES (from p. 2)

of the infringers, an estimate of the quantity of infringing goods that
will be found, and samples of the genuine and infringing goods.  They
will also require a certified copy of the certificate of copyright
registration and a consularized Power of Attorney from the copyright
owner appointing an attorney and/or an investigator to take action on
their behalf.

Costs will include fees of special agents/investigators for
conducting raids, legal incentives and rewards given and accepted by
the police and/or other officials (authorized under Thai law: “Title
38, Incentives and Rewards, Chapter 1, General Principles
Concerning Payments and Rewards” and is contained in the
regulations of the Police Internal Manual), rewards for informers,
and naturally, legal fees.

C. Raiding the Premises
If the police agree to stage a raid, then the legal/technical raid

team will lead the police to the infringers.  It is a good idea to have an
attorney and investigator accompany the raiding team to insure that all
infringing titles/discs are seized, the appropriate responsible persons
are arrested, and the infringers are dealt with appropriately.  For end-
user raids, the police will issue an order that any PCs searched by the
raid team are not to be tampered with pending conclusion of the case
by trial or settlement.

For online piracy, where software is distributed digitally over the
Internet, it is obviously impossible to seize a great number of tangible
infringing goods.  Nevertheless, if the source of the pirate distribution
center is located, the police will likely seize PCs and related hardware
and software used in the distribution process. 

Where the subjects are low-level retailers of CDs (i.e. hawkers
and vendors that are not considered fixed retailers), it might not be

necessary for an attorney to accompany the investigator’s personnel on
the raids.   Legal difficulties are not apt to arise since most of these
subjects will likely plead guilty to the charges.

D. Prosecution or Settlement 
If the raid is successful, the copyright owner can then seek

prosecution of the infringers or choose to make a private, out-of-court
settlement in the presence of the police.  Therefore, prior to the raid,
the copyright owner should determine whether he or she would
consider a settlement if the circumstances warrant such settlement.
Such settlements would usually require the infringer to make a cash
payment to the copyright owner and to sign a written undertaking not
to resume infringing the owner's copyright in the future.  The
settlement negotiations would take place at the police station, with
either an attorney or an investigator negotiating on behalf of the
copyright owner.  As the infringer is technically still under arrest, the
copyright owner's bargaining position is strong.  Nevertheless, the
infringer may not choose to negotiate at that time, and it is not
unusual to see negotiations last a month or two before the case is
concluded.

If the copyright owner wishes to prosecute or cannot reach a
settlement with the infringer, then the public prosecutor would handle
the subsequent prosecution.  Criminal trials are relatively
straightforward and not overly prolonged.  If for some reason the
public prosecutor does not want to pursue the case vigorously, the
copyright owner's counsel in Thailand can assist the prosecutor in
bringing the case.  In the case of high-volume or repeat infringements
of copyrights protected in Thailand, it would be advisable to prosecute
under the Copyright Act.  While the Court can order the imprisonment
of infringers, a first-time infringer is more likely to be fined, or at worst
receive a suspended prison sentence.  It is worth noting that the new
IP&IT Court has been willing to levy substantial fines in Copyright

Continued on p. 7
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cases.  Conviction also gives the infringer a criminal record, with
increased penalties likely for a second offense.

E. Effectiveness of the Action 
In discussing the effectiveness of the above action, it should be

noted that the useful effects of any enforcement action or series of
actions may deteriorate over time.  While the trend in Thailand is
toward reduced levels of infringement, there is no mechanism for a
copyright owner to immunize itself from piracy once and for all, either
at the retail level or the manufacturer/distributor or end-user level.
Infringers generally know which intellectual property rights owners are
enforcing their rights and tend to adjust their stock accordingly.  If, for
example, a copyright owner relaxes its enforcement efforts over time,
infringers may become emboldened and the level of infringement may
increase.

At the retail level, the best the copyright owner can hope to
accomplish is to make it known among retailers that rights are
vigorously protected.  This should discourage many vendors from
infringing but will not eliminate the problem completely.  It may be
necessary to periodically reinforce this message with new enforcement
actions.

The ubiquitous nature of the Internet makes it very difficult to halt
online piracy.  The best we can hope for is to create a deterrent
environment and try to contain the problem.

In the short term, criminal enforcement actions under the
Copyright Act should be quite effective, particularly as these actions
remove the seized goods from the market.  End-user raids are seen as a
most effective anti-piracy tool, especially when heavily publicized, and
such raid actions are known to create a deterrent effect. 

In the case of low-level retailers, the loss of stock, coupled with
the fine or settlement payment, in the case of copyright infringement is
likely to cause the infringer some hardship.  The required undertaking
may discourage the infringing vendor from repeating the infringement,
and the copyright owner may use settlement monies to offset some of
the cost of enforcement.  Such legal action will also serve as a warning
to other would-be infringers that infringing activity is risky.  In fact,
after a well-publicized series of raids, other infringers may be
approached via “cease and desist letters” to submit to undertakings
without initially taking legal action against them.  

At the manufacturer/distributor level, enforcement depends to
some degree on the presence of a retail market.  Therefore, taking
action at the retail level may have some upstream effect.  This will not
discourage manufacturing for export, however, so long as the goods
can be manufactured here competitively and retailed elsewhere.  As
discussed above, prosecution may be considered as an option to
settlement in such cases. 

At the end-user level, we have found that these campaigns are
extraordinarily successful and generate considerable revenues in the
form of settlements and purchase of legalized software.

As an example of results that might be anticipated in a sustained
retail raid campaign, our own efforts against retailers have netted
recoveries for one client of well over Baht 4 million over the last two
years in fines imposed by the IP&IT Court.

While raids of “end-users” or institutional business users of
pirated unlicensed software (or in the case of entertainment software,
mostly Internet gaming and cafe establishments) are logistically more
complex and require considerable advance planning, successful raids
pay big dividends.  As an example, in the last year, end-user raids
conducted by our raid team3 have yielded more than Baht 7 million for

our clients in settlements arising from end-user raids.  Moreover, a
negotiated settlement will usually require the raid targets to commit in
writing that they will purchase legal licensed software in the future,
thus adding to the victims’ sales revenue.  However, one should not
create false expectations for all end-user raid results:  many “end-user”
targets using pirated software may not be well-capitalized and will
likely plead poverty in any attempt to settle with them after a
successful raid.

In 2001, 1,293 cases of criminal copyright infringement were filed
in the IP&IT Court, with the majority of cases being filed for infringe-
ment of cinematographic works and sound recordings.  On December
18, 2001, the DIP and law enforcement authorities sponsored a well-
publicized public destruction campaign where 127,256 seized fake
goods with a value of more than Baht 38 million were literally
steam-rolled in front of an audience of hundreds.

Civil Remedies
The Copyright Act does not provide for statutory compensation

for the owner of an infringed copyright.  Compensation for actual
proven damages may be obtained through the filing of suit in Civil
Court.

The basic tort provision of the Thai Civil and Commercial Code is
Section 420, which states that "a person who, willfully or negligently,
unlawfully injures the life, body, health, liberty, property, or any right,
is said to commit a wrongful act and is bound to make compensation
therefor."  Infringement of copyrights is an unlawful act that injures the
rights of the copyright owner.  Therefore, Section 420 would apply to
copyright infringement.

A. Detailed Procedure 
In preparing a civil case, it is necessary to conduct investigations

similar to those discussed above in relation to criminal cases. These
would aim to determine the identity of the infringer and the location
and quantity of infringing goods.  In addition, it is advisable to
consider the amount of provable damages and to determine whether
the infringer has assets to pay any likely judgment.

All cases, including civil, involving intellectual property disputes
must be filed with the IP&IT Court, as the forum with exclusive
jurisdiction over IP matters.

B. Effectiveness of Action
For now, civil suits are much less cost effective than criminal

actions because of the length of trial, the modest-to-poor economic
status of the typical infringer, and difficulty in proving damages.
Unless there were large actual damages (a claim of more than
US$10,000), a civil action would not likely pay for itself.  Because of
the effective criminal remedies available, it will not usually be fruitful
to initiate a civil action for past damages due to copyright
infringement, particularly where the infringer has been effectively
stopped from future infringement by a successful criminal action. 

Conclusion
The most effective action against copyright piracy in Thailand is

still the criminal action under the Copyright Act.  Efforts by many
copyright owners over the last decade have had some measurable
impact on the production, trade, and export of a wide variety of
pirate products.  However, there is a great deal of room for
improvement.  The police raid action can be reasonably effective as
a treatment of the piracy problem, but it will never be a cure.
Copyright owners can act via local industry groups, lobbyists, talent
(in the case of music and film), and legal representatives to create
momentum toward the kind of political will that is needed in
Thailand to assure proactive copyright protection. In addition to
enforcement campaigns, copyright owners are urged to adopt
policies in Thailand that are geared to educate the population about
the necessity of proper respect for intellectual property rights.  With
equal resources devoted to public education initiatives, lobbying for
legal reform, and strict enforcement of existing copyright law, it is
hoped that the software, music, film, and publishing industries can
flourish in Thailand in the same way that the industries have
developed in other parts of the world. 
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3A typical raid team generally consists of one senior litigator to
otiate with the target’s management, two to three lawyers to assist
bservation and collection of evidence and to assure no spoliation
vidence, several investigators, several police officers from the
nomic Crime Investigation Division (ECID), and several IT
fessionals.
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ISABELLA HO
Tilleke & Gibbins International Ltd. is pleased to

announce the appointment of Isabella Ho as Deputy
Director, IP Division, Enforcement.

Ms. Ho is a graduate of the University of Adelaide
with a Bachelor of Laws and the London School of
Economics and Political Science with a Master of Laws.
She also holds a Graduate Diploma in Legal Practice
from the University of South Australia.  She was

admitted as a Barrister and Solicitor of the Supreme Court of South Australia in
1993 and as an Advocate and Solicitor of the High Court of Malaysia in 1995.
Ms. Ho was most recently the Regional Counsel (Litigation) for the
International Federation of Phonographic Industries (South East Asia) based in
Hong Kong.

Ms. Ho’s practice will encompass all aspects of Intellectual Property
Enforcement.  She will coordinate and manage anti-counterfeiting and anti-
piracy campaigns, including investigation, raids, criminal and civil prosecution,
media campaigns, and public education efforts.

HIGH TECH UNIT
A team of legal-technical specialists, all with

degrees in Computer Science or Information
Technology, has been assembled to support Tilleke
& Gibbins’ internationally recognized high-tech
enforcement practice, targeting institutional end-
users of pirated unlicensed software and Internet
distributors of copyrighted digital content.

SUBJECT MATTER SPECIALISTS
Seven specialists with Master’s/Doctorate

degrees in Chemistry, Biochemistry, Chemical
Engineering, Electricity and Electronics, Physics,
Technology, Animal Science, and Economics are
on staff to support the firm’s patent practice,
generally recognized as among the best in
Thailand. 

ENEMY AT THE GATES 
(from p. 4)

Registrar’s decision regarding the claim of
infringement.  The Trademark Registrar’s
judgment on the question of infringement is
binding on Customs.

If the suspect goods are counterfeits, the
Customs official will forward the case to the
police for further investigation and possible
prosecution, and the seized goods will be
used as evidence in any criminal proceedings
against the exporter or importer.

Jurisdiction of the  IP&IT Court in
Border Control Measures

With regard to a complaint to the IP&IT
Court, the IP owner can also petition the
Court to issue an injunction to stop the
importation or exportation of the goods, but
also must satisfy the burden of proof that the
subject goods infringe his valid IP.  This is
done in a similar fashion as outlined above,
by documenting the validity/priority of
rights, Power of Attorney (if any), evidence
to prove that a known party is about to
import or export the infringing goods, and
evidence describing the nature of the alleged
infringement. 

One key difference between a proceed-
ing before Customs and a proceeding before
the IP&IT Court is that an IP owner must
deposit a bond/security with the Court to
cover damages caused by the enforcement of
the injunction order if it later turns out the
goods seized are non-infringing.  No posting
of collateral is necessary with Customs.    

In cases of infringement of protected IP,
the Director-General of the Customs
Department is authorized to order the
destruction of all seized items pursuant to
Section 25 of the Customs Act.  In addition,
Section 20 of the Export and Import Act
1979 allows the confiscation of the infring-
ing goods, including items used for packing
and loading.  

The IP&IT Court is also authorized to
place the seized goods under the care of a
Government Department (see, e.g., CCC
1327) for eventual destruction once the case
is final, and the Court may issue an injunc-
tion order to seize the raw materials and
components if the IP owner can prove the
items were used to produce the infringing
goods.  

Conclusion
The Border Control Measures outlined

above, although available as an enforcement
mechanism, are unfortunately severely

underutilized.  The paucity of efforts by IP
owners to use these tools can be directly
traced to the complicated and difficult proc-
ess of following the procedures required by
the Customs Department, the sheer lack of
resources and personnel within the Customs
Department, and of course the possibility of
corruption at low levels of staffing.   

One example of the benefit of tight-
ening IP protection and enforcement may be
found in Singapore where the U.S. and
Singapore are negotiating a bilateral Free
Trade Agreement.  One of the important
negotiating points is the U.S. insistence that
Singapore’s Customs Department reform its
procedures requiring IP owners to provide
“unreasonable” information for border
enforcement, including details of the arrival
of infringing goods.  If Singapore Customs
enacts reforms to appease IP owners, that
action will send a clear signal to Thailand to
enact similar reforms to obtain similar favor-
able treatment.  If new IP legislation and
proposed improvements to the Thai Customs
procedures concerning border control are
adopted, implemented, and effectively exe-
cuted, Thailand’s aggressive posture towards
protection of IP rights can be regarded as a
model for other developing nations waging
the difficult struggle against the global
counterfeit and pirated goods trade.

Intellectual Property Division:  Contact Persons
Vipa Chuenjaipanich, Managing Director, Trademark & Patent Registration Operations (vipa@tillekeandgibbins.com)

Edward J. Kelly, Director, IP Division, Enforcement, Licensing and Transactions (ekelly@tillekeandgibbins.com)
Isabella Ho, Deputy Director, IP Division, Enforcement (isabellaho@tillekeandgibbins.com)

Tilleke & Gibbins International Ltd., Tilleke & Gibbins Building, 64/1 Soi Tonson, Ploenchit Road, Bangkok 10330, Thailand
Tel: +66 2263 7700, +66 2254 2640    Fax:  +66 2263 7710, +66 8201 0034/5

E-mail:  postmaster@tillekeandgibbins.com     Website:  www.tillekeandgibbins.com

Thailand:  IP Developments is intended to provide general information on intellectual property and recent developments in this area in Thailand.  The
contents do not constitute legal advice and should not be relied upon as such.  If legal advice or other expert assistance is required, the services of competent
professionals should be sought.
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